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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . Claim 29 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 29 "The network according to claim 29" cannot depend 
on itself. Appropriate correction is required. For the sake of examination, examiner 
assumes claim 29 depends on claim 28. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 16-22 and 24-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by WO 01/20855 by Etsuo. 

As to claim 16, Etsuo discloses a method for transmitting messages (figure 1 and 
2, "mail") in a network (figure 1 and 2, component 100) via data terminals connected 
thereto (figure 1 and 2, components 200A, 200B, 200C, 200D, 300), comprising: 
sending a message to be relayed (abstract; page 9, paragraph 4) from a sender data 
terminal (figure 1 and 2, component 200B) to an assigned first mail processing device 
(figure 1 and 2, component 300); assigning a unique identifier to the message (figure 9 
and 5(a), "Identifier"; page 21, paragraph 2-3) that indicates that a message to be 
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relayed is on tine sender data terminal (identifier ID and PA, page 21 , paragraph 2-3); 
evaluating the identifier by the first mail processing device based on data present 
therein concerning the entry of messages at an address data terminal from the past 
(abstract; page 9, paragraph 4 - page 10, paragraph 1); and triggering or blocking the 
transmission of the message or parts thereof to the address data terminal in response 
to the evaluation result (abstract; page 9, paragraph 4 - page 10, paragraph 1). 

As to claim 17, Etsuo discloses the method according to claim 16, further 
comprising the following step after the step of assigning a unique identifier to the 
message that indicates that a message to be relayed is on the sender data terminal or 
in the first mall processing device and before the step of evaluating the identifier by the 
first mail processing device based on data present therein concerning the entry of 
messages at an address data terminal from the past, relaying the identifier to a second 
mail processing device that is assigned to an address data terminal for the message to 
be forwarded (page 21, paragraph 2-3, the disclosed mechanism can be performed on 
forwarded email in addition to emails sent from original sender). 

As to claim 18, Etsue discloses the Method according to claim 17, wherein the 
data concerning the entry of messages in the address data terminal is stored in the first 
mail-processing device (page 9, paragraph 1 to page 10, paragraph 1, memory means 
in mail server; page 22, paragraph 5 - page 23, paragraph 1). 

As to claim 19, Etsue discloses the method according to claim 17, wherein the 
data concerning the entry of messages in the address data terminal is stored in the 
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second mail-processing device (page 21, paragrapli 2-3, tine disclosed mechanism can 
be performed on forwarded email in addition to emails sent from original sender). 

As to claim 20, Etsue discloses the method according to claim 17, wherein the 
first mall-processing device Is Implemented in the sender-data terminal (claim 2). 

As to claim 21 , Etsue discloses the method according to claim 17, wherein the 
Identifier Is evaluated on a mall server in the network (page 10, paragraph 1; figure 1). 

As to claim 22, Etsue discloses the method according to claim 17, wherein the 
Identifier consists of a plurality of subidentifiers (page 21, paragraph 2-3), each of which 
are assigned message elements (page 21, paragraph 2-3, e.g., original body, forwarded 
body; page 34, paragraph 2), with each subidentifier being evaluated in the respective 
mail processing device based on the data present therein concerning the entry of 
messages at the address data terminal from the past (page 35, paragraph 2 - page 36, 
paragraph 4), and with transmission of the respective message element being triggered 
or blocked In response to the evaluation result (page 36, paragraph 3-4). 

As to claim 24, Etsue discloses the method according to claim 17, wherein the 
identifier and/or the relevant subidentifier indicates an e-mail address of an original 
sender if this differs from the e-mail address of the sender, and/or the contents of the 
message or of the respective message element (page 33, paragraph 4). 

As to claim 25, Etsue discloses the method according to claim 17, wherein there 
is a data terminal for executing the method (claim 1-2 and 7) and having a mail 
processing device that Is designed such that an identifier for a message based on data 
present concerning the entry of messages at an address data terminal from the past is 
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evaluated in an evaluation unit (claim 1-2 and 7), and such that, based on the 
evaluation result, transmission of a message to the address data terminal is triggered or 
blocked (claim 1-2 and 7). 

As to claim 26, Etsue discloses the method according to claim 25, wherein the 
mail-processing device forms part of a mail server (claim 1), which is integrated in the 
data terminal (mail server can be used as data terminal as well since it is able to 
generating and receiving emails, page 22, paragraph 4). 

As to claim 27, Etsue discloses the method according to claim 25, wherein a 
memory unit for storing data concerning the entry of messages at a different data 
terminal (mail server 300, page 22, paragraph 4 - page 23, paragraph 1). 

As to claim 28, Etsue discloses a network, comprising: a method comprising; 
sending a message to be relayed (abstract; page 9, paragraph 4) from a sender data 
terminal (figure 1 and 2, component 200B) to an assigned first mail processing device 
(figure 1 and 2, component 300); assigning a unique identifier to the message (figure 9 
and 5(a), "Identifier"; page 21, paragraph 2-3) that indicates that a message to be 
relayed is on the sender data terminal (identifier ID and PA, page 21 , paragraph 2-3); 
relaying the identifier to a second mail processing device that is assigned to an address 
data terminal for the message to be forwarded (page 21 , paragraph 2-3, the disclosed 
mechanism can be performed on forwarded email in addition to emails sent from 
original sender); evaluating the identifier by the first mail processing device based on 
data present therein concerning the entry of messages at an address data terminal from 
the past (abstract; page 9, paragraph 4 - page 10, paragraph 1); triggering or blocking 
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the transmission of the message or parts thereof to the address data terminal in 
response to the evaluation result (abstract; page 9, paragraph 4 - page 10, paragraph 
1 ); and a mail processing device that is designed such that an identifier for a message 
is evaluated in an evaluation unit based on data present concerning the entry of 
messages at an address data terminal from the past (abstract; page 9, paragraph 4 - 
page 10, paragraph 1), and based on the evaluation result, transmission of a message 
to the address data terminal is triggered or blocked (abstract; page 9, paragraph 4 - 
page 10, paragraph 1). 

As to claim 29, for the sake of examination, examiner assumes claim 29 depends 
on claim 28. See similar rejection to claim 26. 

As to claim 30, Etsue discloses the network according to claim 29, wherein a 
memory unit for storing data concerning the entry of messages at connected data 
terminals (page 20, paragraph 4 - page 21 , paragraph 1 ). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claim 23 is rejected under 35 U.S.C. 103(a) as unpatentable over WO 01/20855 
by Etsuo., in view of JP 1 1232188 by Yoshihiro. 

As to claim 23, Etsuo does not expressly disclose the method according to claim 
17, wherein a notification of the blocked transmission is forwarded to the sender and/or 
recipient if the transmission is blocked on the basis of the evaluation result. 

Yoshihiro discloses a duplicate notice mail is transmitted to the originator of the 
received electronic mail when it blocks the transmission of the email (abstract). 

At the time of invention, it would have been obvious to a person of ordinary 
skilled in the art to combine the method disclosed by Etsuo with the method disclosed 
by Yoshihiro regarding a duplicate notice mail is transmitted to the originator of the 
received electronic mail when it blocks the transmission of the email. The 
suggestion/motivation of the combination would have been to inform the originator that 
the predetermined title and predetermined message of the received E-mail are the 
same (Yoshihiro, [0020]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HUA FAN whose telephone number is (571)270-531 1 . 
The examiner can normally be reached on M-F 7:30am-5pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lunyi Lao can be reached on (571 ) 272-7671 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/H. F./ 

Examiner, Art Unit 4134 
/LUN-YI LAO/ 

Supervisory Patent Examiner, Art Unit 4134 



